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(1) was not witten for publication in a |law journal and
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STAAB, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal fromthe exam ner’s
final rejection of clains 1-4 and 7-14. Cains 5 and 6, the
only other clainms pending in the application, have been

indicated as being allowable if rewitten in independent form
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subsequent to the final rejection on October 23, 1997 has been

entered. See the advisory letter nailed Novenber 17, 1997.
Appel lants’ invention pertains to a catheter systemfor

introducing and inplanting a stent into a tubul ar vessel

wi thin the body. The systemincludes a catheter nenber having

an inflatable portion and an expandabl e stent, capabl e of

per manent deformati on when expanded, rel easably attached to

the inflatable nmenber by a bond. Caim1, the sole

i ndependent claimon appeal, is representative of the appeal ed

subj ect matter and reads as foll ows:

1. A catheter systemfor introducing and inplanting a stent
menber in a body conpri sing:

a catheter nmenber having first and second ends, said
first end having an inflatable portion, a lunmen in fluid
communi cation with said inflatable portion and said second end
to provide neans for inflating said inflatable portion; and

an expandabl e stent nenber capabl e of permanent
def ormati on when expanded, at |east a portion of said stent
menber being rel easably attached to said inflatable portion by
a bond, said bond being capabl e of adhesively connecting said
stent nmenber to said inflatable portion with an adhesive force
which is | ess powerful than a shear force applied by the
i nfl atabl e portion upon inflation of said inflatable portion
such that said bond is capable of separating fromsaid stent
menber and remaining with said inflatable portion upon rel ease
of said stent nenber fromsaid inflatable portion upon
inflation of said inflatable portion to permt depl oynent of
said stent nmenber and renoval of said catheter nenber.
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The references of record relied upon by the examner in

support of the rejections are:

Burton et al. (Burton) 5, 026, 377 Jun. 25,
1991
Lee 5,292, 321 Mar . 8,
1994
Forman et al. (Fornan) 5, 505, 699 Apr . 9,
1996
Lau et al. (Lau) 5,603, 721 Feb. 18,
1997

(filed Nov. 13,
1995)

The follow ng rejections under 35 U.S.C. § 103 are before
us for review

a) clainms 1-4, 7, 13 and 14, unpatentable over Lau in
Vi ew of Burton;

b) clains 8 and 9, unpatentable over Lau in view of
Burton and further in view of Forman; and

c) clainms 10-12, unpatentable over Lau in view of Burton
and Forman, and further in view of Lee.

The rejections are explained in the exam ner’s answer
(Paper No. 14, muailed April 28, 1998).

The opposi ng vi ewpoi nts of appellants are set forth in
the main brief (Paper No. 13, filed January 22, 1998) and the

reply brief (Paper No. 15, filed June 22, 1998).
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Considering first the 8 103 rejection of claim1, this
claimcalls for a catheter systemthat includes an expandabl e
stent capabl e of permanent deformati on when expanded
rel easably attached to the inflatable portion of a catheter by
a bond having certain capabilities, including the capability
“of separating fromsaid stent nmenber and remaining with said
inflatable portion . . . upon inflation of said inflatable
portion to permt deploynment of said stent nmenber” (claiml,
enphasi s added).

Lau, the examiner’s primary reference, pertains to a
cat heter system conprising a catheter nenber 11 having an
i nfl atabl e portion 14 and an expandabl e stent 10, capabl e of
per manent deformati on when expanded, attached to the
i nfl atable nenber. Lau describes the attachnent of the stent
to the inflatable portion of the catheter as foll ows:

A variety of neans for securing the stent to the

expandabl e menber on the catheter for delivery to

the desired location are available. It is presently

preferred to conpress the stent onto the ball oon.

O her neans to secure the stent to the ball oon

i nclude providing ridges or collars on the

i nfl atable menber to restrain |ateral novenent, or

usi ng bi oresorbabl e tenporary adhesives. [Colum 2,
lines 18-25.]
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Burton, the exam ner’s secondary reference, is directed
to an instrunent for the deploynent of a self-expanding stent
in a body canal. Burton’s catheter conprises an outer sleeve
1 having a hollow core 5 axially disposed therein, and a
br ai ded, sel f-expanding stent 10 di sposed between the outer
sl eeve and the hollow core. The stent 10 is constrained to a
contracted position by the outer sleeve 1 (colum 6, lines 17-
23). The stent is deployed by withdrawi ng the outer sleeve 1
backward toward the handl e of the core 5, thus exposing the
stent 10, which, free fromthe constraint of the outer sleeve,
expands to its expanded state (colum 6, |ines 37-47).

Provi ded around the periphery of the core at its distal end is
a grip menber 9 that releasably grips the stent to prevent it
frommnoving axially relative to core during depl oynent (see
Figure 3). Alternatively, a grip nenber 9A in the formof a
coating of adhesive (see Figure 4) may be enployed. The grip
menber may al so take the formof a core 5 nade of high
friction material having an enlarged end portion 9B (see
Figure 5).

In rejecting claim1, the exam ner considers that Lau
di scl oses a catheter systemgenerally as clained including a

7
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bond formed by bioresorbabl e tenporary adhesi ve between the
stent and the inflatable portion of the catheter. The

exam ner concedes that Lau does not teach a bond between the
stent and the inflatable portion that is capable of separating
fromsaid stent and remaining with the inflatable portion upon
rel ease of the stent fromthe inflatable portion. The

exam ner further considers that Burton discloses in Figure 4 a
stent delivery system having an adhesive grip nmenber 9A that

stays on
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the core after the stent is released. Based on these

t eachi ngs,

t he exam ner concludes that it would have been obvious to one
of ordinary skill in the art:

to nodify Lau’ s tenporary adhesive on the balloon

wi th the adhesive grip nenber as taught by Burton so

as to remain on the stent nmounting portion upon

rel ease of the stent fromthe stent nounting

portion. In addition, whether choosing a tenporary

or a permanent adhesive is considered as a matter of

design choice since it appears that the

bi or esor babl e tenporary adhesi ve woul d perform

equally well with the pernmanent adhesive on the

bal | oon for securing the stent on the balloon of the

catheter. [Answer, pages 4-5.]

Implicit in the above is the exam ner’s position that the
above nodified catheter systemof Lau would correspond in al
respects to the subject matter of claiml.

W will not sustain this rejection.

Qur first difficulty with the examner’s rejection
concerns the failure of the references to suggest, either
individually or collectively, a reason for the proposed
nodi fication. 1In this regard, the exam ner’s rational e that
t he proposed nodification of Lau woul d have been obvious “as a
matt er of design choice” and/or because each of the

bi or esor babl e tenporary adhesive of Lau and the so-called

9
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“per manent adhesive” of Burton “would performequally well” is
not sufficient.

Furthernore, the disparate ways in which the stents of
Lau and Burton are depl oyed cannot be ignored in considering
t he question of obviousness presented in this appeal. As is
clear froma reading of Burton, the function of the adhesive
9A is to prevent the stent 10 fromnoving axially relative to
the core 5. Thus, Burton’s adhesive 9A is akin to a friction
enhancing el enment. Wen the outer sleeve 1 of Burton is
wi t hdrawn backward toward the handle of the core, the stent’s
ability to self-expand is sufficient by itself to break the
bond of adhesive 9A. In Lau, the tenporary bioresorbabl e
adhesive referred to at colum 2, lines 24-25, intimately
bonds the stent and the inflatable portion of the catheter
together to forma catheter-stent assenbly that renains intact
until the bond is ruptured by forces resulting frominflation
of the inflatable portion of the catheter. G ven these
differences in operation, we consider the proposed
nodi fication of Lau in view Burton to be a hindsi ght
reconstructi on based on appellants’ teachings rather than on
anything that is fairly taught by the references thensel ves.

10
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Finally, it is debatable whether the proposed
nodi fication of Lau in view of Burton would result in the
cl ai mred cat heter system nanely, a catheter system wherein the
stent is bonded to an inflatable portion of a catheter by a
bond that is capable of remaining with the catheter when the
inflatabl e portion of the catheter is inflated to deploy the
stent. The circunstance that Burton’s adhesive is
“rel easabl e” does not necessarily nean that it remains with
the catheter when the stent is depl oyed.

For these reasons, we cannot sustain the standing
8 103 rejection of claiml, or clainms 2-4, 7, 13 and 14 that
depend therefrom as being unpatentable over Lau in view of
Burt on.

We al so have carefully reviewed the Forman reference
additionally relied upon by the examner in rejecting clains
8 and 9, and the Lee reference additionally relied upon by the
examner with Forman in rejecting clains 10-12, but find
not hi ng therein that makes up for the deficiencies of Lau and

Burton di scussed supra. Therefore, we also cannot sustain the

standing 8 103 rejections of these dependent cl ains.

11
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The decision of the exam ner i s reversed.

REVERSED

HARRI SON E. McCANDLI SH
Seni or Adm ni strative Patent Judge

BOARD OF PATENT
LAVWRENCE J. STAAB

N N N N N N N N N N N

Adm ni strative Patent Judge APPEALS AND
| NTERFERENCES
JOHN F. GONZALES )

Adm ni strative Patent Judge

N—r

LJS: hh
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